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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. 

Applicant's submission filed on 12/16/2008 and 1/12/2009 has been entered. 
Claims 11 and 22 are cancelled; claims 1 and 23 are amended. Accordingly, claims 1- 
10, 12-21 and 23 are currently pending in the application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1-2 and 23 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 7-10 of copending Application 
No. 1 1/579,603. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both are directed to water absorbent agents comprising 
internally crosslinked polymer particles whose surfaces are crosslinked by treating with 
organic crosslinking agent and water-soluble multivalent metal salt. 

Copending application differs with respect to extraction rate of multivalent metal 
component; and is silent with respect to particle diameter, standard deviation, polyol as 
the surface crosslinking agent, and wt% of water-soluble component. 
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However, the extraction rate of 6.6 to 14.8 wt% of present claims is 
encompassed by the extraction rate of multivalent metal component of copending 
application of 5 to 100 wt%. In addition, applicants attention is drawn to MPEP § 804 
where it is disclosed that "the specification can always be used as a dictionary to learn 
the meaning of a term in a patent claim." In re Boylan, 392 F.2d 1017, 157 USPQ 370 
(CCPA 1968). Further, those portions of the specification which provide support for the 
patent claims may also be examined and considered when addressing the issue of 
whether a claim in an application defines an obvious variation of an invention claimed in 
the patent , (underlining added by examiner for emphasis) In re Vogel, 422 F.2d 438,164 
USPQ 619,622 (CCPA 1970). Consistent with the above underlined portion of the 
MPEP citation, attention is drawn to specification of copending application (US PGPUB 
2008/0032888 A1 is used for line citations) wherein it discloses that wt. average particle 
diameter of water absorbent resin is 500 urn or less (paragraph 0038), wt% of water 
soluble component is 35 wt% or less (paragraph 0043), polyhydric alcohols are used for 
surface crosslinking treatment, standard deviation is calculated using similar parameters 
(paragraphs 0107-0108), and dry powder is sieved using a sieve size of 850 urn and 150 
urn. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 1-2 and 23 are directed to an invention not patentably distinct from claims 7-10 of 
commonly assigned Application Serial No. 11/579,603. Specifically, See the discussion 
set forth in paragraph 4 above. 
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The U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP 
Chapter 2300). Commonly assigned 11/579,603, discussed above, would form the 
basis for a rejection of the noted claims under 35 U.S.C. 103(a) if the commonly 
assigned case qualifies as prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting 
inventions were not commonly owned at the time the invention in this application was 
made. In order for the examiner to resolve this issue, the assignee can, under 35 U.S.C. 
103(c) and 37 CFR 1 .78(c), either show that the conflicting inventions were commonly 
owned at the time the invention in this application was made, or name the prior inventor 
of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in 
this application was made will preclude a rejection under 35 U.S.C. 103(a) based upon 
the commonly assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 
102(e) for applications pending on or after December 10, 2004. 

Claim Rejections - 35 USC § 103 

6. Claims 1-4, 7-10 and 12-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mertens et al (WO 00/53644). 

It is noted that WO 00/53644 (WO) is being utilized for date purposes. However, 
since WO is not in English, US equivalent for WO, namely, Mertens et al (US 6, 605, 673 
B1) is referred to in the body of the rejection below. All column and line citations are to 
the US equivalent. 
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Mertens et al disclose a powdery crosslinked polymer constituted of 55 to 99.99 
wt% of polymerized ethylenically unsaturated monomers which contain acid groups and 
0.1 to 5.0 wt% of one or more polymerized crosslinking agents. The crosslinked polymer 
so obtained is subjected to secondary crosslinking at its surface by polyol and a cation 
(column 3, lines 30-53). The particle size is preferably between 150 to 800 urn (column 
6, lines 46-49). A superabsorber with improved permeability properties and high 
retention capability is obtained by coating an aqueous solution of a polyol which has 
reacted with molecular groups near the surface, preferably with carboxyl groups, in the 
presence of a cation of a salt component with heating at 150 to 300°C (column 3, lines 
56-60). 

The water absorbing polymer product to be surface crosslinked is obtained by 
polymerizing 55 to 99.99 wt% of a monounsaturated monomer having acid groups, 
where monomers containing carboxyl groups are preferred. Particularly preferred is a 
polymer product obtained by polymerization in the presence of crosslinkers of acrylic 
acid or methacrylic acid (column 4, lines 65-67; column 5, lines 1-11). Aqueous 
solutions of salts are preferably used as cation to crosslink carboxylate groups near the 
surface. Examples of polyvalent cations are cations of aluminum, iron, chromium and 
other transition metals. It is preferred to use aluminum salts and alums and their various 
hydrates (column 4, lines 42-61). 

See example 1 for the retention (TB) and absorption under pressure (AAP) for a 
0.9% saline solution of 28.5 g/g and 25 g/g respectively. Furthermore, 0.5 g of 
aluminum sulfate 14-hydrate and 1.0 g of ethylene glycol are used relative to 100 g of 
polymer powder, and 2.5 g of water is used to make the crosslinker solution. Depending 
on the solubility of both components i.e. polyol and cation, the solution is heated to 20 to 
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100°C, preferably 20 to 60°C. Separate, yet simultaneous metering of a solution of the 
polyol and a solution of the salt component is also possible if homogeneous distribution 
of both components is ensured and the material is subjected to a thermal subsequent 
treatment, (column 7, lines 19-26). Once the secondary crosslinker solution is mixed 
with the polymer particles, secondary crosslinking reaction is performed at temperatures 
ranging from 150°C to 300°C (column 7, lines 41-44). 

Mertens et al differs with respect to sequence of addition of organic surface 
crosslinking agent and multivalent metal compound; concentration of aqueous 
multivalent metal compound / component; silent with respect to the amount of water- 
soluble component of present claims; properties of water resin particle and the 
composition (i.e. average particle diameter of 300 to 500 urn and extraction rate of 
multivalent metal component; standard deviation of particle size distribution; moisture 
absorption blocking ratio; diffusion absorbency under load and humidification blocking 
ratio). 

However, while present process claims are directed to addition of polyol followed 
by aqueous solution of multivalent metal component to particulate water absorbent resin 
and Mertens et al teach adding a mixture of organic crosslinking agent and multivalent 
metal compound solution, attention is drawn to In re Burhans, 154 F.2d 690, 69 USPQ 
330 (CCPA 1946), wherein court held that selection of any order of performing process 
steps is prima facie obvious in the absence of new or unexpected results. 

With respect to concentration of aqueous multivalent compound / component, 
while Mertens et al's examples are directed to a concentration of multivalent metal 
component outside the claimed value, it is noted that exemplification is not a 
requirement for a proper 103 rejection. Given that, attention is drawn to Mertens et al's 
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disclosure (see column 6, lines 61-65), which teaches that amount of water as solvent is 
preferably from 1 to 4 wt%. Therefore, it would have been obvious to use 1 .0 g of water 
instead of 2.5 g per 100 grams of polymer product, in example 1 of Mertens et al, to give 
a concentration of multivalent metal compound / component of > 0.40 with respect to a 
saturated concentration of the aqueous multivalent metal compound, absent evidence of 
unexpected results. 

With respect to amount of water-soluble component, firstly the amount 35 wt% or 
less can be interpreted as < 35 wt% (i.e. it encompasses an amount of 0 wt% and is not 
a required component). Secondly, even if it was greater than 0 wt% and is thus a 
required component, given that the water absorbent resin composition of Mertens et al is 
prepared by a substantially similar process and contains similar components, it is the 
examiner's position that the amount of water-soluble component is intrinsically present in 
the water absorbent resin composition of Mertens et al. 

With respect to properties of water absorbent resin particle and composition, in 
light of the fact that prior art teaches / discloses essentially the same composition and 
process as that of the claimed, one of ordinary skill in the art would have a reasonable 
basis to believe that the water absorbent resin composition of prior art exhibits 
essentially the same properties. Since PTO cannot conduct experiments, the burden of 
proof is shifted to the applicants to establish an unobviousness difference. See In re 
Best, 562 F.2d 1252, 195 USPQ430 (CCPA 1977). 

Even if properties of the water absorbent resin particle and composition of instant 
claims and prior art examples are not the same, it would still have been obvious to one 
of ordinary skill in the art to make water absorbent resin particle and composition having 
the claimed properties because it appears that the references generically embrace the 
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claimed water absorbent resin particle and composition and the person of ordinary skill 
in the art would have expected all embodiments of the reference to work. Applicants 
have not demonstrated that the differences, if any, between the claimed water absorbent 
resin particle and composition and the water absorbent resin particle and composition of 
prior art give rise to unexpected results. 

7. Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mertens et 
al (WO 00/53644) and Hatsuda et al (US 6, 562, 879 B1). 

The discussion with respect to Mertens et al in paragraph 6 above is 
incorporated here by reference. Furthermore, polymers are also used in absorber 
articles suitable for various purposes by mixing with paper, fluff or synthetic fibers. 

Mertens et al is silent with respect to the wt% of absorbent resin composition to 
hydrophilic fiber. 

However, Hatsuda et al teaches absorbent structures comprising, particulate 
water absorbent resin substantially similar to the particulate water absorbent resin of 
present claims, and fibrous material. The absorbent article comprises an absorbent 
layer including the absorbent structure (abstract). The absorbent structure is 
characterized by comprising water-absorbent resin powder and a fibrous material such 
as a hydrophilic fiber. The weight ratio of the water-absorbent resin powder and 
hydrophilic fiber is in the range of 20:80 to 90:10 (column 16, lines 42-56). The 
absorbent structure is interposed between a liquid permeable surface sheet and a liquid 
impermeable back sheet (column 17, 55-58). Therefore, it would have been obvious to 
use water absorbent resin in an amount of 20 wt% or more because Mertens et al 
contemplates using water absorbent resin in absorber articles by mixing it with fibrous 
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material and Hatsuda et al teach weight ratio of particulate water absorbent resin and 
hydrophilic filler is in the range of 20:80 to 90:10. 

Response to Arguments 

a) Applicant's arguments filed 12/16/2008 and 1/12/2008 have been fully considered but 
they are not persuasive. Specifically, applicant argues that (A) showing of unexpected 
results with respect to moisture absorption blocking ratio is due to (a) the extraction rate 
of multivalent metal component which is 10 to 70 wt% in claim 1; (b) a concentration of 
aqueous multivalent metal compound in the solution is 4.0 or more with respect to a 
saturated concentration of the aqueous multivalent metal compound in solution; (c) a 
concentration of the multivalent metal component contained in a mixed solution including 
the solution of the aqueous multivalent metal compound and the organic surface 
crosslinking agent is at least 1.80 wt%; (B) Mertens teaches that water-soluble polymer 
may be polyglycols etc. and is not a characteristic of the water-absorbent resin polymer 
of present claims. 

With respect to (A), it is the examiner's position that showing of unexpected 
results with respect to moisture absorption blocking ratio is not commensurate with 
scope of present claims. The data in present application supports unexpected results for 
multivalent metal extraction rate in a narrow range of 6.6 to 14.8 wt%. Also, while there 
is a correlation between multivalent metal extraction rate (in a narrow range of 6.6 to 
14.8 wt%), and (S/T-(M)) of 2.04 to 2.93, it is not apparent that a similar correlation can 
be seen for values outside this range. In fact, comparative example 12 which has S/T- 
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[M] of 3.0 has an extraction rate of 5.6 while comparative example 1 1 with S/T-[M] of 2.0 
has an extraction rate of 5.2. 

With respect to (B), applicant's attention is drawn to the new grounds of rejection 
in paragraph 3 above, necessitated by amendment. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KARUNA P. REDDY whose telephone number is 
(571)272-6566. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571)272-1119. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IK. P. R./ 

Examiner, Art Unit 1796 
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/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



